Procedures to file a request to the JPO for Patent Prosecution
Highway Pilot Program between the JPO and the USPTO

1. Request to the JPO

When an applicant files a request for an accelerated examination under the Patent

Prosecution Highway to the Japan Patent Office, an applicant should submit a request
form “The Explanation of Circumstances Concerning Accelerated Examination” based on
the procedure prescribed in “the Guidelines of the Accelerated Examination and Appeal".

Under the Patent Prosecution Highway, an applicant is not required to fill in the section [2.
the disclosure of prior arts and comparison between the claimed invention and prior art]
in “The Explanation of Circumstances Concerning Accelerated Examination”, if the
application, filed to the JPO, satisfies following conditions (1) and the applicant attaches

following documents (2) to it.

(1)Requirements for requesting accelerated examination under the PPH pilot program at
JPO

a) The JPO application is Paris Convention application which validly claims priority to the
corresponding USPTO application(s). (PCT applications shall be excluded.) The JPO
application, which validly claims priority to multiple USPTO applications, or the
divisional application based on the originally filed application in the JPO, that claims

priority to the USPTO application(s) is also eligible.

b) At least one corresponding USPTO application has one or more claims that are
determined to be allowable/patentable by the USPTO.
The allowable/patentable claims are

”»

1. the claims shown in the item of “The allowed claim(s) is/are_” in “Notice of
Allowability”

2. the claims shown in the item of “Claim(s) __ is/are allowed” in “Office Action
Summary” of “Non-Final Rejection” or “Final Rejection”.

3. the claims! shown in the item of “Claim(s) __ is/are objected to” in “Office Action
Summary” of “Non-Final Rejection” or “Final Rejection” and the USPTO examiner
indicates that the claims are objected to as being dependent upon a rejected base claim,

but would be allowable if rewritten in independent form including all of the limitations of

1 When a claim is rejected and the USPTO examiner indicates in the Office action that
certain features of the patentable invention have not been claimed and if properly claimed
such claim may be given favorable consideration, the suggested and hypothetical claims

are not regarded as patentable in this program.



the base claim and any intervening claims.

(Please refer to the Annex 1 for the detail.)

¢) All claims in the JPO application for which accelerated examination under the PPH is
requested must sufficiently correspond to one or more of those claims indicated as
allowable/patentable in the USPTO.

Claims shall be considered to sufficiently correspond where the claims are of the same or
similar scope. For the purposes of the JPO, “claims are of the same or similar scope”
means that the claims must have a common technical feature which made the claims
allowable over the prior art in the USPTO application.

Please note that when claims are determined to be allowable/patentable by the USPTO by
making amendment to claims, the claims in the JPO also should be amended similar way
to sufficiently correspond to the allowable/patentable claims in the USPTO application.
(Please refer to the Annex 2 for the detail.)

d) The JPO has not begun examination of the application.

(2) The documents that the applicant should attach to “The Explanation of Circumstances
Concerning Accelerated Examination”.

a. Copies of all office actions in the USPTO?2, which were sent for the corresponding
application by the USPTO.

If these documents are available from Patent Application Information Retrieval

(http://portal.uspto.gov/external/portal/pair), the applicant does not have to attach them

by indicating that. The translations of the office actions are unnecessary.

The Japanese translation of office actions is basically unnecessary.
However, when the request is filed based on the U.S. claims shown in the item of “Claim(s)
___is/are objected to”, it is required to submit translation of “Allowable Subject Matter” of

the office action that shows claims are allowable except objection.

b. Copies of all claims determined to be allowable/patentable by the USPTO.
There 1s no need to attach a copy of claims, if they are available from PAIR. The

translations of them are unnecessary.

c. Copies of references cited by USPTO examiner

All of references cited in “Detailed Action” or "Reason for Allowance’(Please refer to the

2 QOffice actions in the USPTO mean “Non-Final Rejection”, "Final Rejection”, and “Notice
of Allowability”.



Annex 1 for the detail) should be attached. If the references are available from IPDL of the
JPO, the applicant doesn’t have to attach them by indicating that.

d. The explanation table of sufficiently corresponding claims

Applicant should attach an explanation table to explain how the claims indicated as
allowable/patentable in the USPTO sufficiently correspond to the claims in the JPO
application.

When claims are just literal translation, the applicant can just write down that “they

are same” in the table.
When claims are not just literal translation, it is necessary to explain the sufficient
correspondence of each claim based on the criteria (1)c).

Please refer to the Annex 3 for the example of the table.

When the applicant has already submitted above documents (a. to d.) to the JPO
through simultaneous or past procedures, the applicant can incorporate the documents

by reference and does not have to attach them.

When the application doesn’t fulfill the requirement of (1) and (2), then the applicant
cannot omit to fill in the section [2. the disclosure of prior arts and comparison between
the claimed invention and prior art] and the request of accelerated examination is not
accepted.

In that case, the JPO will notify that and the reason for it to the applicant (or the
representative). The applicant can make a correction to the request form “The

Explanation of Circumstances Concerning Accelerated Examination” only once.

2. Example of “The Explanation of Circumstances Concerning Accelerated
Examination” for filing request accelerated examination under PPH

Example of [1.Circumstances]

The applicant should indicate that the application is Paris Convention application and
validly claiming the priority to the corresponding USPTO application, and the
accelerated examination is requested under the PPH pilot program here. And the
application number of the corresponding application(s), publication number, or a

patent number also should be written.



(Example)
“The Explanation of Circumstances Concerning Accelerated Examination”
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This application is Paris Convention application and validly claiming the priority to the corresponding
USPTO application, and the applicant request accelerated examination under the PPH pilot program. And
the application number of the corresponding application(s) is ********* (please include the patent number

if available).

[2. the disclosure of prior arts and comparison between the claimed invention and prior

art]
Applicants can omit [2. the disclosure of prior arts and comparison between the claimed

invention and prior art] under the PPH.

[The list of the submitted documents]

The applicant should list all required documents mentioned above(2),

even if the applicant doesn’t have to attach the documents themselves.

(Example) /he list of submitted documents
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[The name of document] Copy of first office action in the U.S. on (date) 1

[The name of document] Copy of “the notice of allowability” in the U.S. on (date) 1

[The name of document] Copy of Claims which determined to be patentable in the U.S. 1

[The name of document] United States Patent (Patent number **¥*¥###¥) 1

[The name of document] France Patent (Patent number **##*¥¥¥#x¥) |

[The name of document] The table to explain how the claims indicated as allowable in the USPTO

sufficiently correspond to the claims in the JPO application.




[the submitted document the name of document]

(Example)
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Identify the application document(s) submitted to the USPTO

which contains the claims determined to be patentable.

[contents] Atfach the document here as image file. If the applicants can omit to attach the
documents, the applicant should write the reason of omission. (e.g. This document is

available from PAIR.) . o
The table to explain how the patentable claims in the

USPTO sufficiently correspond to the claims in the JPO
(Example) [the explanation table]
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An applicant can’t omit the table.

Please refer to the Annex 3 for the format and contents of the table.



When applicant submit Japanese translation of office action.
[The name of document] Translation of [Allowable Subject Matter] of first
office action in the U.S. on (date) l
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Japanese translation of [Allowable Subject Matter]

3. The evaluation of the Patent Prosecution Highway Pilot Program

As part of our ongoing efforts to improve this framework and for consideration to expand
to other Offices in the future, the JPO needs feedback from applicant’s side.

When an applicant files the request for the PPH, the JPO will send an evaluation form
after the notice that request is not accepted or examiner's office action is sent. We would

appreciate if applicants could take time to complete the evaluation form.

Thank you for your cooperation.



Annex 1

Office actions for the corresponding the USPTO application

1)”Notice of Allowability”
The claims that are determined to be allowable/patentable by the USPTO means the

claims which are shown in "2.The allowed claim(s) is/are __

Appliylt(Nn. Applicant(s)

Notice of Allowability 74,.imr Art Unit

= The MAILING DATE of this communicatipf appears on the cov r sheet with the correspondence address--

All claime being sllowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application, If not included

herewilh (or previously malled), a Notice of Allowangd (PTOL-85) or other appropriate communication wil be mailed in due course, THIS
WOTICE OF ALLOWABILITY IS NOT A GRANTOF PATENT RIGHTS. This application is subject fo withdrawal from issue at the initiative
of the Cffice or upon pelition by the applicant. 37 CFR 1.313 and MPEP 1308,

1. [ This communication is responsiveté Amendment filsd an
2. [ The siowed daim(s) istare
3. [ The drawings filed on are accepted by the Examiner.
4, [ Acknowledgment is made of a ciaim for foreign priority under 35 U.S.C. § 119{a)-{d) or (f}
a)@ Al b0 Some ) Mone of the:
1. [ Certified copies of the priarity documents have been recelved,
2. [ Cerlified copies of the priorily documenls have been received in Application No.
3. [ Copies of the certified coples of the priority documents have been received in this nalional slage application fram the
International Bureau (PCT Rule 17.2(a)).
* Certified copies not received: ____,
5. D Acknowledgment is made of a claim for domestic priority under 35 L1.5.C. § 119(g) (to a provisional application) since a specific
reference was included in the first senlence of the specificabion or in an Application Data Sheet, 37 CFR 1.78.
{a)J The transtation of the foreign language provisional application has been received,
6. Acknowledgment is made of a claim for domestic prionity under 35 U.S.C. §% 120 andlor 121 since a specific relerence was induded
in the firs! sentence of the specification or in an Application Dala Sheet. 37 CFR 1.78.

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this commanication to file & reply complying with the requirements noted
pelow. Failure to timely comply will result in ABANDONMENT of this application. ' THIS THREE-MONTH PERIOD IS NOT EXTENDABLE

7. [ A SUBSTITUTE QATH OR DECLARATION must be submitted. Mote the attached EXAMINER'S AMENDMENT or NOTICE OF
INFORMAL PATENT AFFLICATION (FTO-152) which gives reason(s) wihy fhe oath or declaralion is deficient.

8. [] CORRECTED ORAWINGS { as “replacement sheets™) must be submited
{a) 0 including changes required by the Mefice of Draftspersan's Patent Drawing Review | PTO-248) allached
1) ] hereta ar 2) ] to Paper Mo, .
i) including changes required by the proposad drawing comeclion fled | which has been approved by the Examiner.
(&) [ including changes required by the attached Examiner's Amendment / Comment or in the Office aclion of Paper Mo. ____,

Identifying indicia such as the application numbaer (see 37 CFR 1.84(c]) should be writtan on the drawings in the frant (not the back) of
wach shost, Replocement sheat{s] should be labeled as such in the mergin acearding to 37 CFR 1.121(d).

g. [] DEPOSIT OF andfor INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted, Nole the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachm nt|s)
1] Matice of References Ciled (PTO-852) 5[] Maotice of Infarmal Patent Application (PTO-152)
200 Malics of Drafiperson's Patent Drawing Review {PTO-548) 800 Inferview Summary (PTO-413), Paper Mo, ,

A1 Infermalinn Misrdns e Stalements IPTOL 1440 nr PTOSRNAY




Annex 1

If “Reasons for Allowance” is also notified with “Notice of Allowability”, then the

applicant also should attach it.

i Application/Control Number: Page 2
Art Unit:

REASONS FOR ALLOWANCE
The following is an examiner’s statement of reasons for allowance:

Claim 3 is allowable because the prior art fails to teach or suggest a

And the applicant also should attach the references cited in “Reasons for Allowance”




Annex 1
2)”Non-Final Rejection”, "Final Rejection”

The claims that are determined to be allowable/patentable by the USPTO means the

claims which are shown in “5.Claim(s) is/are allowed.” of “Disposition of Claims” in
“Office Action Summary” or /
' w Application No. W Applicant{s)
Office Action Summary Examinar AR Unit
- The MAILING DATE aof this ¢ on appears on the cover sheo! with the correspond nee addross --
Period for Reply
A SHORTEMED STATUTORY PERIDD FOR REPLY 1S SET TO EXPIRE 3 MONTH(S) FROM

THE MAILING DATE OF THIS COMMUNICATION.
- Evtensiors of Sre may be svallable usder e provisions of 37 CFR 1.136{a). In no event, howewer, may & reply be imely filed
iar 506 [5) MONTHS frem the maling dale of this communcoten,
= ¥ the period for reply specified sbow i less thirty (30) daye, & seply within the stattery minimum of thiry (30} days wil be conskiersd dmaely,
= [ MO pewiod for reply s specified sbovs, ey masmum sistutory period will apply and wil expive S0 (6] MOMTHS Trom the miding dale of this communicaticn,
- Falura o rephy within tha sal ar axtandad geriod for reply will, by slatute, cawse the application o become ABAWDONED {35 LLS.C. § 1230
- Ay reply recatved by the Offics e thtwa moniha e the mailing date of this communication, even if Bmely filed, may reduce any
earmed palen! lerm adjustment. Sea 37

Status
1] Responsive to commiunications) fledon
2a)l]  This action is FIN 26)] This action is non-final.
30 Since this applicstion is in condition for allowance except for formal matters, prosecution as to the merits is

closed in ac noe with the practice under Ex parte Quayle, 1935 C.D. 11, 453 0.G. 213,
Disposition of Claims
4] Claim(s) isfare pending in the application.
dlaimis) isfare withdrawn from consideration.

8] Claim(s) is/are rejected.

70 GIain(s@&'ara objected ta.

B Claimis)
Application Papers

are subject 1o restriction and/or election requiremeant.

is objected to by the Examiner.
10)] The drawing(s) filed on is/are: a[] accepted or b)[] objecied to by the Examiner,
Applicant may not request that any objection io the drawingis) be held in abeyance. See 37 CFR 1.85(a).
11)] The proposed drawing correction filed on is: 2] approved b)[] disapproved by the Examiner
i ap , comecied drawings are required in reply 1o thes Office action.
12)] The eath pr declaration is objected to by the Examiner,
Priority under 35/U.5.C. §§ 119 and 120
ment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or {f).

The claims that are determined to be allowable/patentable, when the claims are shown
n “7. Claim(s) __ is/are objected to” of “Disposition of Claims” in “Office Action
Summary” and the USPTO examiner indicates that the claims are objected to as being
dependent upon a rejected base claim, but would be allowable if rewritten in independent

form including all of the limitations of the base claim and any intervening claims.



Annex 1

The applicant also should attach “DETAILED ACTION” with “Office Action Summary”.

Application/Control Number: Page2
Art Unit:

DETAILED ACTION
Claim Rejections - 35 USC § 103
1 The following is a quotation of 35 U.5.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

{a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differances between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

2. Claims 20-25 are rejected under 35 U.5.C. 103(a) as being unpatentable over

ferrer (U, S, Pat, ¥+ lin view of etal. (U. 5. Pat. )

And the applicant also should attach the references cited in “DETAILED ACTION”.

Allowable Subject Matter
15. Crairﬁs 18 and 19 appear to avoid the prior art of record and be allowable if rewritten to
overcome the rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action
and to include all of the limitations of the base claim and any intervening claims.
16. Claims 27-29 are objected to as being dependent upon a rejected base claim, but would
appear to be allowable if rewritten in independent form including all of the limitations of the base

claim and any intervening claims.

The Japanese translation of office actions is basically unnecessary.
However, when the request is filed based on the U.S. claims shown in the item of “Claim(s)

___is/are objected to”, it is required to submit translation of “Allowable Subject Matter” of

the office action that shows claims are allowable except objection.

10




Annex 2

Sufficient correspondence between all claims in the JPO application and allowable or

patentable claim in the USPTO application

All claims in the JPO application for which accelerated examination under the PPH is
requested must sufficiently correspond to one or more of those claims indicated as
allowable/patentable in the USPTO.

These are examples that how the claims in JPO makes corresponding to the patentable

claims in the USPTO.

Example 1. The case that claims are determined to be patentable because of the
amendment in the USPTO.

Office of First Filing (USPTO)

Applicatiorn , _ Written _ _
Office Action I:> Amendment |:> Office Action

A
A1E> Glaims laims
Claimg | Glaims e Patentable
-l A2 A2

between claims A2’ and the
patentable claims A2.

: A1 A1

1 — -

1 \‘:"

1

1 “ Explain the correspondence
1

1

L 3
Office of Second Filing (JPO)',
X

Written Copy of OAs

@prrespondil]@ Amendment  [of Application

Applicatio AT IZ>C laims A

Lo___,ep ——> I 7
( With A% A2

Paris Priority) Request Accelerated Exam

Additional
Search and
Examination

Claim A1'd t d to the patentabl for PPH
aim A1’ doesn’t correspond to the patentable

Claim A2 in the USPTO, so claim should be —7
amended.

When claims are determined to be allowable/patentable by the USPTO because of the
amendment, the claims in the JPO also should be amended similar way to be sufficiently

correspond to the allowable/patentable claims in the USPTO application.

11



Example 2. The case that a part of claims are

USPTO.

Annex 2

determined to be patentable in the

Office of First Filing (USPTO)

.
.

L
( With
Paris Priority)

deleted.

!

brrespondi

1

1 Claim A1 doesn't correspond to the
1 patentable claim, so A1 should be
:

1

1

Applicatio
A!

q

Office of Second Filing (JPO)
*

.

Copy of OA
of Application|
A

€Glaims -
A laims
Applicatiof A1 Oﬁ'.ce A1
Action
A
Eiire Glaimg | Patentable
A2 A2
*
L
L
.

Request
for PPH

’
Accelerated Exa(b

Explain the correspondence
between claims A2’ and the
patentable claims A2.

Additional
Search and

Examination

When only certain claims are determined to be patentable and the rest of the claims

are not patentable in the USPTO, the applicant should amend to make all of claims in

JPO application corresponding to the patentable claims in the USPTO.

All claims in the JPO application should sufficiently correspond to allowable/patentable

claims in the USPTO. The JPO application must not include any claims that do not

sufficiently correspond to the allowable/patentable claims.

12




Annex 3

The table to explain sufficient correspondence

An applicant should explain how the claims in the application sufficiently correspond

to the claims indicated as patentable in the USPTO based on the following form.

The claims in The Comment about the correspondence
the JPO patentable
claims in the
USPTO
1 1 Both claims are same.
2 2 Same as above
3 3 Same as above
4 1 Both claims are same except the claim format.
5 2 Same as above
6 3 Same as above
7 1 The claim7 in JPO adds the composition A to
Claim 1 in USPTO.
8 2 The claim8 in JPO adds the composition B to

Claim 2 in USPTO

13
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